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RESPONSE TO RESTRICTION REQUIREMENT 


In response to the Restriction Requirement mailed March 24, 2004, Applicants 
elect, with traverse, Group I (Claims 1-12 and 23). 

A proper requirement for restriction between inventions requires: (A) the 
inventions be independent or distinct as claimed; and (B) there is a serious burden on the 
examiner. See MPEP 803, 8 th Edition, Revised February 2003, page 800-4. The 
Restriction Requirement alleges that Groups I-V are distinct because the inventions are 
drawn to methods that require different starting material and modes of operation. The 
Restriction Requirement alleges that each Group has acquired a separate status in the art, 
as shown by their different classification, and there is a serious burden on the examiner to 
examine Groups I-V together because each Group requires a search that is not co- 
extensive with the other Groups. 

Applicants traverse the Restriction Requirement on two grounds. First, 
Applicants traverse the restriction between Groups I-IV on the basis that there is not a 
serious burden on the examiner to examine Groups I-IV together. A careful reading of 
the claims of Groups I-IV reveals that all the claims of Groups I-IV (Claims 1-33) are 
directed towards a method of using inteins to detect interaction of agents. Consequently, 
a search for the use of inteins to detect interaction is required for each claim in the 
application, irrespective of whether the different claims would be distinctly patentable 
over each other. Therefore, a search for the use of inteins to detect interaction would 
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suffice for all the claims in the application. As required by MPEP §803.01, "[i]f the 
search and examination of the entire application can be made without serious burden, the 
examiner must examine it on the merits, even though it includes claims to independent 
or distinct inventions." See MPEP 803, 8 th Edition, August, 2001, page 800-4 (emphasis 
added). Thus, there is no serious burden to examine Groups I- IV together and Applicants 
respectfully request that the Restriction Requirement be withdrawn in this respect. 

Second, Applicants traverse the restriction of Groups I and IV on the ground that 
the classification of Groups I and IV is in error and thus the Restriction Requirement has 
not met the required burden of providing reasons or examples to support the conclusion 
that Groups I-IV are independent or distinct. Group I (Claims 1-12 and 23) is classified 
in class 435, subclass 320.1, which is drawn to a vector, per se. A careful reading of 
Claims 1-12 and 23 reveals that Claims 1-12 and 23 are not drawn to a vector, per se, but 
rather are drawn to a method of using inteins to detect interaction. Group IV (Claims 22 
and 33) is classified in class 435, subclass 325, which is drawn to an animal cell, per se. 
A careful reading of Claims 22 and 33 reveals that Claims 22 and 33 are not drawn to an 
animal cell per se, but rather are drawn to a method of using inteins to detect interaction. 
Therefore, Applicants traverse the Restriction Requirement for Groups I and IV on the 
ground that the classification of Groups I and IV is in error and the Restriction 
Requirement has not met the required burden of providing reasons or examples to support 
the restriction of Groups I, III, and V. Thus, Applicants request that the restriction of 
Groups I and IV be withdrawn in and Groups I and IV be examined together with Group 
II or III. 

For the reasons set forth above, Applicants traverse the Restriction Requirement 
and request that Groups I-IV (Claims 1-33) be examined together. It is not believed that 
any extension of time, or any fee is required in connection with this communication. 
However, if an extension of time (and extension fee) or other fees are required, such an 
extension of time is hereby petitioned for and the Commissioner is authorized to charge 
any fees or credit any overpayment to Deposit Account No. 50-1627. 
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Respectfully submitted. 



Andrew Gibbs 
Attorney for Applicants 
Registration No. 52,943 


Intellectual Property Department 
Myriad Genetics, Inc. 

320 Wakara Way 
Salt Lake City, UT 84108 
Telephone: 801-584-3600 
Fax: 801-883-3871 


"Express Mail" mailing label number EV 329263355 US 
Date of Deposit: April 26, 2004 

I hereby certify that this paper or fee is being deposited with the United States Postal Service "Express Mail 
Post Office to Addressee" service under 37 CFR 1.10 on the date indicated above and is addressed to 
Commissioner for Patents, Washington, DC 20231. 
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